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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

1. The text of those sections of Title 35, U.S. Code not included in this action can be found in 
a prior Office action. 

2. Claims 1, 5, 14-17, 19-37, 39-41 are rejected under 35 U.S.C 103(a) as being unpatentable 
over Allen et al. (US 5,668,273). 

3. Allen discloses carboxymethyl cellulose esters, specifically a carboxymefhyl cellulose acetate 
butyrate (CMCAB) having: a degree of substitution per anhydroglucose unit (DS/AGU) of 
carboxymethyl of 0.20 to 0.75, a DS/AGU of hydroxyl from about 0.10 to 0.70, a DS/AGU of 
butyryl of about 0.10 to 2.60 and a DS/AGU of acetyl of 0.10 to 1.65, and having an inherent 
viscosity of 0.20 to 0.70 dL/g, as measured in a 60/40 (wt./wt.) solution of 
phenol/ tetrachloroethane at 25 °C (col. 2, line 66 to col. 3, line 45). 

4. The Allen reference fails to anticipate the claimed inherent viscosity range of 0.05 to 0.13 
dL/g (or the claimed range of 0.07 to 0.13, as per claim 39), and the reference fails to disclose the 
claimed molecular weight and polydispersity values. 

5. In reference to the inherent viscosity range, it is noted that the Allen reference discloses a 
lower limit of 0.20 dL/ g, wherein it is the examiner's position that one skilled in the art would have 
expected the composition of the Allen reference to have the same properties as the claimed 
composition. Additionally, a difference of 0.07 dL/g in the inherent viscosity is not expected to 
change the properties of the composition. It has been held that a prima facie case of obviousness 
exists where the claimed ranges and prior art ranges do not overlap but are close enough that one 
skilled in the art would have expected them to have the same properties. Titanium Metals Corp. of 
America v. banner, 778 F.2d 775, 227 USPQ 773 (Fed. Cir. 1985). Additionally, it would have been 
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obvious to one of ordinary skill in the art at the time of the invention to lower the inherent viscosity 
and therefore lower the molecular weight of the composition in order to make processing of the 
coating composition easier. 

6. In reference to the claimed molecular weight and polydispersity values, it is noted that one of 
ordinary skill in the art recognizes that a reduction in the viscosity indicates a reduction in the 
molecular weight. Thus, the molecular weight is considered an inherent properly of the 
aforementioned prior art composition. Thus, in view of the structural, chemical and viscosity 
similarities of the claimed composition that that of the prior art, the properties [molecular weights, 
polydispersity, acid number (claims 14-17), and clear solution formation (claims 20-35)] applicant 
claims are necessarily present. In re Spada, 911 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed. Cir. 
1990). Note, that because the references do not expressly teach or address the properties of the 
claimed invention, it does not mean that the properties are not inherently disclosed. Teaching the 
same compound(s) inherently discloses the corresponding properties. The references cannot 
possibly teach or address all of the properties, but implicitly all of the properties are present. 

7. Once a reference teaching product appearing to be substantially identical is made the basis of 
a rejection, and the examiner presents evidence or reasoning tending to show inherency, as done 
above, the burden shifts to the applicant to show an unobvious difference. See MPEP § 2112. 

8. Claims 1, 5, 14-17, 19-37, 39-41 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Obie (WO 01/35719 A2). 

9. Obie discloses carboxymethyl cellulose esters, specifically a carboxymefhyl cellulose acetate 
butyrate (CMCAB) having: a degree of substitution per anhydroglucose unit (DS/AGU) of 
carboxymefhyl of 0.20 to 0.75, a DS/AGU of hydroxyl from about 0.10 to 0.70, a DS/AGU of 
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butyryl of about 0.10 to 2.60 and a DS/AGU of acetyl of 0.10 to 1.65, and having an inherent 
viscosity of 0.20 to 1.70 dL/g, as measured in a 60/40 (wt./wt.) solution of 
phenol/ tetrachloroethane at 25 °C (page 7, 2 nd full paragraph). 

10. The Obie reference fails to anticipate the claimed inherent viscosity range of 0.05 to 0.13 
dL/g (or the claimed range of 0.07 to 0.13, as per claim 39), and the reference fails to disclose the 
claimed molecular weight and polydispersity values. 

11. In reference to the inherent viscosity range, it is noted that the Obie reference discloses a 
lower limit of 0.20 dL/g, wherein it is the examiner's position that one skilled in the art would have 
expected the composition of the Obie reference to have the same properties as the claimed 
composition. Additionally, a difference of 0.07 dL/g in the inherent viscosity is not expected to 
change the properties of the composition. It has been held that a prima facie case of obviousness 
exists where the claimed ranges and prior art ranges do not overlap but are close enough that one 
skilled in the art would have expected them to have the same properties. Titanium Metals Corp. of 
America v. Banner, 778 F.2d 775, 227 USPQ 773 (Fed. Cir. 1985). 

12. In reference to the claimed molecular weight and polydispersity values, it is noted that one of 
ordinary skill in the art recognizes that a reduction in the viscosity indicates a reduction in the 
molecular weight. Thus, the molecular weight is considered an inherent properly of the 
aforementioned prior art composition. Thus, in view of the structural, chemical and viscosity 
similarities of the claimed composition that that of the prior art, the properties [molecular weights, 
polydispersity, acid number (claims 14-17), and clear solution formation (claims 20-35)] applicant 
claims are necessarily present. In re Spada, 911 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed. Cir. 
1990). Note, that because the references do not expressly teach or address the properties of the 
claimed invention, it does not mean that the properties are not inherently disclosed. Teaching the 
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same compound(s) inherently discloses the corresponding properties. The references cannot 
possibly teach or address all of the properties, but implicitly all of the properties are present. 

13. Once a reference teaching product appearing to be substantially identical is made the basis of 
a rejection, and the examiner presents evidence or reasoning tending to show inherency, as done 
above, the burden shifts to the applicant to show an unobvious difference. See MPEP § 2112. 

Allowable Subject Matter 

14. Claim 38 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and any 
intervening claims. 

15. The closest prior art references Allen et al. (US 5,668,273) and Obie (WO 01 /3571 9 A2) to 
fail to expressly disclose or in combination teach the claimed cellulose mixed ester having the 
specifically recited values for the total degree of substitution and the degree of substitution of the 
hydroxyl, C 3 -C 4 esters, acetyl wherein the inherent viscosity falls within the claimed range. The 
selection of the claimed ranges within the part art involves an unduly and unobvious amount of 
modifications, wherein the reference fails to motivate one to have a total degree of substitution 
falling within the claimed range. It is not known in the art of cellulose mixed esters to utilize the 
specifically claimed cellulose mixed ester having the very narrow ranges for the degree's of 
substitution, there is no motivation to do so, nor, would it have been obvious to one of ordinary 
skill at the time of the invention. Hence, the invention as a whole is regarded as novel and 
unobvious over the prior art. 

Double Patenting 

1 6. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
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harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection is 
appropriate where the conflicting claims are not identical, but at least one examined application 
claim is not patentably distinct from the reference claim(s) because the examined application claim is 
either anticipated by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 
140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 
(Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In m Vogel, Ml F.2d 438, 164 USPQ 619 (CCPA 1970); and 
In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned with 
this application, or claims an invention made as a result of activities undertaken within the scope of a 
joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 3.73(b). 

17. Claims 1, 5, 14-17, 19-37-41 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 32-38, 40-44, 47, 66-71, 78 and 
84 of copending Application No. 10/796,176. Although the conflicting claims are not identical, they 
are not patentably distinct from each other because the claimed ranges overlap significantly, thus 
making the herein claims obvious over the copending Application claims. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Response to Arguments 

18. Applicant has argued that since the prior art references fail to function in the claimed range 
and disclose benefits obtained in particular applications via functioning at higher IV's, then the 
references guide one away from lowering the IV below the lowest disclosed limit. Additionally, 
appliant has provided a Declaration reitering the arguments previously presented and stating that the 
reference teach away from the claimed invention. It is noted that applicant's arguments and the 
statements of the Declaration are essentially the same as the previously presented arguments, thus 
the examiner's response is essentially the same. 
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19. In response, the fact that the references do not function in the claimed range does not 
constitute a teaching away. Further, the fact that the higher IV is preferred for particular applications 
does not teach away from using the low er IY's in different applications. 

20. In support of their argument, applicants cite examples of Allen which do not meet the 
claimed values. In response, as per MPEP § 2123, patents are relevant for prior art for all they 
contain, specifically, disclosed examples and preferred embodiments do not constitute a teaching 
away from a broader disclosure or nonpreferred embodiments. Thus, the examples of Allen which 
fall outside the claimed range do not constitute a teaching away from the alternative disclosures 
which fall within the claimed range. Thus, the rejection is maintained and rendered valid. 

21. The examiner has clearly presented a prima facie case of obviousness to decrease the IV and 
function within the claimed range. In order to rebut the prima facie case of obviousness, it is 
necessary that applicants show either (a) that the art, in any material respect, teaches away from the 
claimed invention, or (b) that there are new and unexpected results relative to the prior art. See 
MPEP § 2144.05. Applicants have failed to sufficiently rebut the prima facie case of obviousness 
since applicants have neither shown that the art teaches away from the claimed invention. 

22. Applicant has failed to show that the prior art teaches away from the claimed invention. 
Applicant has argued that both the Allen and the Obie reference teach away from the claimed 
invention. Applicants have cited US 5,994,530, as cited by Obie in support of their position. 
Applicants allege that the references disclose that an increase in the viscosity is beneficial in water 
borne compositions and provides superior compatibility (Allen @ col. 2, lines 53-62; '530 @ col, 3, 
lines 59-65). The entire disclosure of both the Allen and '530 references at the cited portion states 
that the waterborne compositions comprising the CMC esters exhibit an increase in viscosity with a 
small increase in concentration of CMC ester when treated with ammonia or an amine. Both Allen 
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and the '530 reference fail to explicitly state what applicants have alleged is taught. The references 
state "[tjhis is beneficial in waterborne coatings," such that upon the discussed treatment there is an 
increase in viscosity of the waterborne coatings, applicants claims are not drawn to this specific type 
of coating, wherein the cellulose esters are treated accordingly. Applicant's have failed to address the 
fact that the claimed invention is not drawn to waterborne coatings. Thus, the cited disclosures fail 
to teach away from the claimed invention. 

23. The fact that Allen and the '530 reference recognize that inclusion of cellulose esters at a 
specific concentration in amine neutralized waterborne dispersions function as rheology modifiers, 
wherein the cellulose esters show exponential viscosity changes. Rapid viscosity build (exponential 
increases in viscosity) is useful in reducing runs and sags in waterborne spray applications (Allen @ 
col. 6, line 24-26; '530 @ col. 9, line 31-33). The reference fail to show that the prior art teaches 
away from the claimed invention. The references conclude that cellulose esters are useful as rheology 
modifiers when present in a specific concentration in a specific waterborne dispersion. Applicant's 
claims are not drawn to this specific type of waterborne composition, wherein the cellulose ester is 
present in a specific concentration. Thus, the cited disclosures fail to teach away from the claimed 
invention. 

24. Applicant has argued that Allen teaches that an increase in viscosity helps prevent sagging of 
the coating (col. 16, lines 18-21). Applicant has improperly characterized the Allen reference, the 
entire disclosure of the Allen reference at/near the cited portion states that the viscosity increase on 
evaporation could help prevent sagging of the coating during a spraying operation. This 
characterization applies for the particular exemplified CMCAB present in the exemplified pigmented 
thermoplastic automotive basecoat. Again, applicant's claims are not drawn to this specific type of 
basecoat composition comprising the exemplified CMCAB in the stated amounts, nor have 
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applicant's addressed this deficiency. Thus, the cited disclosures fail to teach away from the claimed 
invention. 

25. In all of the above allegations of teaching away, the nature of the teaching is rendered highly 
relevant and is weighed into substance to determine that the Allen and '530 references fail to teach 
away from the combination. Thus the rejections are maintained. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to SAIRA HAIDER whose telephone number is (571)272-3553. The examiner 
can normally be reached on Monday-Friday from 1 0am-6pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
James Seidleck can be reached on (571) 272-1078. The fax phone number for the organization 
where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like 
assistance from a USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/James J. Seidleck/ Saira Haider 

Supervisory Patent Examiner, Art Unit 1796 Examiner 



